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Benjamin Fox, appellant 

v . | 

Lawrence C. Kingsland, Commissioner of Patents, 

APPELLEE 

- I 

APPEAL FROM THE JUDGMENT OF THE UNITED STATES 
DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 


JURISDICTIONAL STATEMENT 

This case involves an appeal and a cross appeal 
from the decision of the United States District Court 

i 

for the District of Columbia, holding that the appel¬ 
lant, the Commissioner of Patents, should vaejite his 
action striking three patent applications of tihe ap¬ 
pellee from the files of the Patent Office. The (action 
below was instituted by a complaint under the declar¬ 
atory Judgment Act U. S. C. Title 28, Section 400. 

STATEMENT OF THE CASE 

The appellee is a former employee of the datent 
Office, having served as an assistant examined from 

(i) ! 
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1931 until the close of business on June 28, 1942. 
During this period he allegedly conceived three inven¬ 
tions, all of which were disclosed in application No. 
449,121, filed by him on June 30, 1942. One of those 
inventions was claimed in that application and the 
other two in applications Nos. 671,343 filed May 21, 
1946, and 690,430 filed August 14, 1946. The parent 
application No. 449,121 was prepared and executed 
while the appellee was still employed by the Patent 
Office and was mailed to the Office on June 29, 1942— 
the same day on which the appellee mailed his resig¬ 
nation effective at the close of business June 28, 1942. 
During the course of interference proceedings it was 
brought out that the appellee claimed to have con¬ 
ceived the inventions claimed in his application while 
employed by the Patent Office. The Commissioner of 
Patents, being of the opinion that R. S. 480 (U. S. C. 
title 35, sec. 4) precluded the grant of a patent 
under these circumstances, ordered that the applica¬ 
tions should be stricken from the files. The appellee 
thereupon filed a complaint under the Declaratory 
Judgment Act U. S. C. title 28, Section 400 in the 
United States District Court for the District of 
Columbia and that Court adjudged that the action of 
the Commissioner was improper and that the appli¬ 
cations should be restored to their original status. 

In order to simplify the issues, it is conceded for 
the purposes of these appeals that all statements 
contained in the lower court’s second finding of fact 
are correct. 
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STATUTES INVOLVED 

Sec. 480 R. S. (U. S. C. title 35, sec. 4).—JiUl offi- 
eers and employees of the Patent Office shall be in¬ 
capable, during the period for which they hold their 
appointments, to acquire or take, directly or indirectly 
except by inheritance or bequest, any right or in¬ 
terest in any patent issued by the Office. 

Sec. 4S9(> R. S. (U. S. C. title 35, sec. 46).^-When 
any person, having made a new invention or dis¬ 
covery for which a patent might have been granted, 
dies before a patent is granted, the right of applying 
for and obtaining the patent shall devolve on pis ex¬ 
ecutor or administrator, in trust for the heirs at law 
of the deceased, in case he shall have died intestate; 
or if he shall have left a will disposing of th^ same 
then in trust for his devisees in as full a manner and 
on the same terms and conditions as the same might 
have been claimed or enjoyed by him in hiS life¬ 
time. * * * | 

Sec. 4886 R. S. (IT. S. C. title 35, sec. 31).Any 
person who has invented or discovered any new and 
useful art, machine, manufacture or composition of 
matter or any new and useful improvements thereof, 
or who has invented or discovered and asexual|ly re¬ 
produced any distinct and new variety of plant, l other 
than a tuber-propagated plant, not known or u^ed by 
others in this country before his invention o^ dis¬ 
covery thereof, and not patented or described in any 
printed publication in this or any foreign country, 
before his invention or discovery thereof or more 
than one year prior to his application, and nbt in 


i 
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public use or on sale in this country for more than 
one year prior to his application, unless the same is 
proved to have been abandoned may, upon payment 
of the fees required by law and other due proceeding 
had, obtain a patent therefor. 

STATEMENT OE POINTS 

1. The Trial Court erred in holding that the mak¬ 
ing of an invention bv one who is entitled to obtain a 
patent on it does not create an interest, direct or 
indirect, in a patent. 

2. The Trial Court erred in holding that the right 
of applying for and obtaining a patent is not an in¬ 
terest, direct or indirect, in a patent. 

3. The Trial Court erred in holding that although 
the appellee obtained an interest in a patentable in¬ 
vention while he was employed by the Patent Office, 
he did not obtain any interest in a patent. 

4. The Trial Court erred in holding that the ap¬ 
pellee had no interest in a patent when he left the 
employ of the Patent Office, although he had con¬ 
ceived a patentable invention and prepared a complete 
application for patent thereon, which application was 
mailed to the Patent Office at the same time as the 
appellee ? s resignation. 

5. The Trial Court erred in holding that the clear 
and broad language of R. S. 480 permits a Patent 
Office employee to make an invention and prepare an 
application during his employment and thereafter to 
resign and obtain a patent, the consideration for 
which consists in acts done during his employment. 
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SUMMARY OF ARGUMENT 


Section 480 R. S. uses extremely broad language 
in prohibiting patent rights to Patent Offi,ce em¬ 
ployees, namely, that such employees may nbt “ac¬ 
quire or take, directly or indirectly, except by in¬ 
heritance or bequest, any right or interest in any 
patent issued by the office.’ 7 The primary considera¬ 
tion for the grant of a patent is the makingj of an 
invention and the statutes provide that an invehtor is, 
ipso facto, entitled to a patent upon the payrpent of 
fees and other due proceeding. Obviously, therefore, 
it is the making of the invention which creates the 
interest on which the patent is eventually granted. 
Further, the right of an inventor to obtain a patent 
is a distinct property right which may be trandferred 
by assignment or inheritance before any application 
for patent is filed. It is thus clear that an inyentor 
who is not employed by the Patent Office obtains an 
interest in a patent as soon as he conceives in¬ 
vention; but R. S. 480 prevents a Patent Office em¬ 
ployee from taking such an interest. 

It is the contention of the appellant that one who 
has made an invention on which he may obtain a 
patent by merely filing an application has an interest 
in a patent, and that this is true even though it is 
necessary for him to resign from his position in order 
to obtain it. Accordingly, to hold that a Ratent 
Office employee may, upon resigning, obtain a patent 
on an invention made during his employment is to 
hold that he may acquire an interest in a patent 
during his employment. This, however, is expressly 
forbidden by the statute. 
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ARGUMENT 

Although three patent applications are involved in 
the present case they are all based on inventions 
allegedly conceived by the appellee while he was 
employed by the Patent Office, and the two later 
cases are divisions of the first one. It is evident, 
therefore, that all three applications must stand or 
fall together and the discussion here will accordingly 
he confined to the first application. 

It has been stipulated that the following statement 
contained in the Commissioner’s decision of Sep¬ 
tember 25, 1946, is correct: 

The following facts appear from the records 
of the Patent Office, including the applicant’s 
response to the order to show cause: The ap¬ 
plicant, Fox, was an employee of the United 
States Patent Office from June 17, 1931, to 
June 28, 1942. In his preliminary statement 
in interference No. 81,788, in which this appli¬ 
cation is included, he averred that the inven¬ 
tion in issue was first disclosed to others by 
him in 1940 and that drawings of it were first 
made in that year—during his term of employ¬ 
ment in the Patent Office. On or about June 
15, 1942, Fox went on leave and on June 25, 
1942, while still employed by the Patent Office, 
executed the papers of this application. On 
June 29, 1942, he mailed the appplication to 
the Office together with his resignation “effec¬ 
tive at the close of business on June 28, 1942.” 

On June 29, 1942, applicant was sworn in 
as an employee of the Signal Corps, having 
been previously told that he would be required 
to assign to the Government all inventions 




made during his employment by thb Signal 
Corps and relating to his work there, j The in¬ 
vention of the present application was of this 
nature and, as stated in his responsie to the 
order to show cause, Fox ‘‘ decided toj prepare 
and execute his application before the date 
he was sworn in, to avoid any possible con¬ 
troversy over the actual date of intention.” 
He also desired to retain continuityj of em¬ 
ployment by the Government. 

From the foregoing statement it will be seen that 
the appellee, while an employee of the Patent Office, 
conceived the inventions described and claimed in 
his three applications and also executed the parent 
application. The issue to be decided here is whether, 
under these circumstances, R. S. 480 precludes him 
from obtaining a patent on these inventions If it 
does, then his applications were properly j stricken 
from the tiles. 

It should be noted that R. S. 480 precludes an 
employee of the Patent Office from taking aijy inter¬ 
est in a patent “directly or indirectly” except by 
inheritance. This language lias been uniformly in¬ 
terpreted as barring the filing of applications for 
]intent by such employees ( Opinion of Commissioner 
Butterworth , 1884 C. D. 12; ex parte McElroy , 1897 
C. 1). 40; U. S. v. Dubilier Condenser Corp ., 289 U. S. 
178). Such an interpretation necessarily means that 
ail applicant for patent is considered to have an 
interest “direct or indirect” in a patent, ahd that 
since a Patent Office employee cannot acquire such 
an interest he cannot become an applicant. 

833450—49-2 
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It may he noted that it does not appear to be seriously 
contended by the appellee that he could have filed an 
application for patent while he was still employed by 
the Patent Office, and his conduct in delaying the filing 
of the application until two days after he resigned is 
a tacit admission that he was precluded from filing 
by the provisions of R. S. 480. Further, the appellee’s 
witness Van Arsdale testified that, in his opinion, an 
applicant who had assigned his entire interest in his 
invention, application and patent would still have an 
interest in a patent within the meaning of that statute 
as soon as the application was filed. 

It is thus clear that the interest recited in R. S. 480 
need not be an interest in a existing patent, but may 
relate to a future patent. It is also clear that the 
interest may be only a contingent one, since there is 
no assurance that a patent will ever issue on any 
particular application. 

The mere filing of an application, however, does 
not create any right to a patent but is merely a pro¬ 
cedure to obtain acknowledgment of a right already 
in existence. The right is created by the act of inven¬ 
tion, as is apparent from R. S. 4886, which provides 
that: ‘‘Any person who has invented any new and 
useful art, machine, manufacture or composition of 
matter * * * may, upon payment of the fees 

required by law, and other due proceeding had, obtain 
a patent therefor.” The filing of the application is 
merely a part of the “due proceeding” by which the 
patent is obtained, and does not create a right to a 
patent any more than the recording of a deed creates 
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title to land. The application would be a nullity if 
the applicant had not made the invention claimed. 

When any person other than an employee of the 
Patent Office makes an invention of the kind defined 
in R. S. 4886, he becomes, ipso facto, entitled to a 
patent, even though certain formal steps ipust be 
taken to obtain it. This right, as well as othet* rights 
in the invention, may be assigned even before an 
application for patent is filed. 

The fact that the making of an invention creates 
an interest in a patent in advance of the filing of an 
application is clearly recognized by the patekit stat¬ 
utes. Thus, R. S. 4896 provides that “Wljen any 
person having made any new invention or discovery 
for which a patent might have been granted, dies 
before a patent is granted, the right of applying for 
and obtaining the patent shall devolve on his executor 

or administrator in trust for the heirs at lajw etc.” 

1 - 

[Italics added.] The quoted language makes jit clear 
that the right to obtain a patent is created j by the 
making of the invention, that it exists independently 
of any application for patent and can be transferred 
before such an application is made. A similar con¬ 
clusion must be drawn from R. S. 4895, which states 
that “Patents may be granted and issued or reissued 
to the assignee of the inventor or discoverer” and 
which provides for “an application by an Assignee 
for the issue of a patent.” 

The fact that an invention may not hate been 
reduced to practice before the application is filed 
is of no consequence. The statutes do not require 
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an actual reduction to practice, and the filing of the 
application is treated as a constructive reduction to 
practice. Accordingly conception is all that is neces¬ 
sary in order to file an application and obtain a 
patent. 

It is thus apparent that, in the case of inventors 
who are not employees of the Patent Office, the 
“right of applying for and obtaining a patent”, 
which obviously constitutes an interest “direct or 
indirect” in a patent, comes into existence as soon 
as the invention is made, and that the inventor may 
completely divest himself of this right before an 
application is filed, in which case, of course, he can¬ 
not properly obtain a patent on his invention for 
himself. Obviously, therefore, the primary and es¬ 
sential right on which the patent is based, is vested 
in the inventor as soon as the invention is made. 
Whoever owns this right, by invention, assignment or 
inheritance, may obtain a patent by complying with 
the legal formalities, and no one without this right 
may obtain a patent under any circumstances. To 
say that such a right does not constitute an interest, 
direct or indirect, in a patent, is to disregard the 
plain meaning of words. 

It will be seen, therefore, that if the appellee, when 
he made the inventions here involved, had not been 
an employee of the Patent Office, he would have ac¬ 
quired an interest in a patent at the moment when 
he made the invention. Since he was an employee 
of the Patent Office, however, he could not acquire 
this right and his making of the invention was a 
nullity as far as obtaining a patent was concerned. 
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The appellee certainly had no interest in a patent 
when he entered the employ of the Patent Office and, 
since the statute prevented him from acquiring such 
an interest during his employment, he coulp have 
had no such interest when he left that employment. 
In other words, neither the making of the invention 
nor the preparation and execution of his appjieation 
could have given him such an interest. 

The making of the invention, however, is the very 
act on which he now seeks to predicate his ^ight to 
a patent. The patent is not sought because he has 
finally filed the application papers which he prepared 
and executed as an employee of the Patent Office 
but because he has “invented certain new and useful 
improvements in electric signalling. 77 In otherjwords, 
he is now seeking recognition of an interest wpich if 
it exists at all, must have been acquired while he was 
a Patent Office employee. Since the interesfj could 
not have arisen then, it cannot exist now, and the 
iCommissioner properly struck the appellee’s applica¬ 
tion from the files. 

It has already been pointed out that an inventor 
may assign his invention and the right to apply 
for and obtain a patent thereon before any applica¬ 
tion has been filed. If the appellee is correct in 
his contention that these rights do not involve any 
interest in a patent; and the Trial Court ha^ held 
that he is; then such rights could be either fyought 
or sold by Patent Office employees. In other words, 
an examiner in the Patent Office could make in¬ 
ventions and execute applications in the ver^ field 
in which he works and in competition with other 


i 

I 

I 
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inventors, so long as the applications and inventions 
were assigned prior to filing. Such a procedure would 
obviously defeat the purpose of R. S. 480. 

If the position of the appellee is sound then, on the 
day before he resigned, his situation was that he had 
merely to resign and file an application which he had 
already prepared and executed, in order to obtain a 
patent. It seems obvious that a person in such a 
position has a definite future interest in a patent, 
just as the holder of an option to purchase land, 
or one who owns land subject to the life estate of 
another has a definite interest in the land. The mere 
fact that certain formalities must be complied with, 
or that some future contingency such as a death, mar¬ 
riage, or coming of age is involved does not destroy 
an interest. Certainly, if the appellee had been left 
an estate to be turned over to him upon his resigna¬ 
tion from the Patent Office, it could scarcely be argued 
that he had no interest in the estate. It seems equally 
clear that a right to obtain a patent on the same con¬ 
ditions constitutes an interest in the patent. 

The memorandum opinion of the Trial Court seeks 
to draw a distinction between an interest in an in¬ 
vention and an interest in a patent. This is sub¬ 
mitted to be a highly technical and artificial distinc¬ 
tion. It is not clear what value an interest in an 
invention could have apart from the patent system. 
It is only because an invention may become the basis 
of a patent that it is of value. Further, it is obvious 
that the ownership of an invention cannot be in one 
party and that of a patent on the invention in another. 
The right to obtain a patent is merely one of the 
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rights incident, to ownership of the invention. It 
therefore seems illogical to hold that a man tmay be 
the owner of a patentable invention and yet have no 
interest, direct or indirect, in a patent. 

For the reasons given, it is submitted to lie clear 
that the only reasonable interpretation of tjie lan¬ 
guage of R. S. 480 is that no Patent Office employee 
can ever obtain a patent on the basis of anything 
done during his employment. Moreover, this inter¬ 
pretation is rendered necessary not only by the letter 
of the statute but also by its spirit. 

It is obvious that the reason for the prohibition 
contained in R. 8. 480 is the fact that Patent Office 
employees have certain advantages with respect to 
patents which it would be unfair to permit them to 
capitalize. One of the most important of the ad¬ 
vantages is the right of access to pending applications 
for patent which, in accordance with Patent Office 
Rule 15 are “preserved in secrecy” so far las the 
public is concerned. This advantage applies es¬ 
pecially to the examiners, whose work daily brings 
them into contact with these secret files. As was in- 

i 

dicated by the Commissioner the action of an ex¬ 
aminer in preparing, before he had left the Patent 
Office, an application for patent on an invention ex¬ 
aminable in the same division in which he was em¬ 
ployed, and in mailing this application to the]Office 
at the same time as his formal resignation, is npt one 
which is calculated to inspire the public with'confi¬ 
dence in the integrity of the Patent Office. 

This is not to be construed as an insinuation that 
the present appellee is knowingly seeking to appjropri- 
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ate the invention of others. There is no evidence here 
that would support such a charge. But in a situation 
of this kind it is almost as important to avoid the 
appearance of evil as the evil itself. Confidential em¬ 
ployees such as examiners should be above suspicion, 
and an assertion by a former examiner that, while he 
had daily access to secret applications of others in a 
certain field, he independently made an invention of 
his own in the same field, will almost certainly be re¬ 
garded with suspicion, however unfounded such sus¬ 
picion might be in any particular case. 

Bv reason of the confidential disclosures which ap- 
* 

plicants for patents arc required to make to Patent 
Office examiners, there is a fiduciary relationship 
which closely approximates that between an attorney 
and client. In the case of attorney and client it has 
been held that the attorney cannot patent, for him¬ 
self, an invention which he has made in the field in 
which the client has employed him. Thus in Good- 
rum v. Clement, 51 App. D. C. 184, the Court of Ap¬ 
peals of the District of Columbia said: 

As the attorney and partner of Goodrum, 
Clement clearly was precluded from filing any 
application of his own relating to this general 
subject matter and when Goodrum, as the evi¬ 
dence clearly shows, disclosed the basic idea to 
him, Clement could not thereafter profit by 
information thus obtained at the expense of 
his client. 

The decision in Reusch v. Fischer , 49 F. 2d 818, 
18 C. C. P. A. 1357, and the authorities there cited 
are to the same effect. Moreover, as indicated by the 
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decisions last cited, the same principle extends to 
employers and employees generally, so that if an 
employee who is hired to work in a certain fi|eld and 
is given confidential disclosures by his employer, 
makes an invention in that field, as the result of such 
employment, the invention is the property of the 
employer. See, especially, Fritz v. Hawn , 3^ F. 2d 
430, 17 C. C. P. A. 796. R. S. 480, if construed as 
it has been by the Commissioner in this case, ( merety 
applies this principle to cases in which the Govern¬ 
ment is the employer, by providing that indentions 
made by an employee in confidential worfy shall 
become the property of the public. If the statute is 
construed as urged by the appellee, the Govebnment 
is placed at a disadvantage as compared with private 
employers. In the present case the basic indention 
of the appellee’s original application is in the field of 
radiant energy, classified in the Division of the jPatent 
Office in which he was employed and in which he had 
access to all pending applications at the tim^ when 
he made the invention, and he admits that he had 
made no inventions in this field prior to such employ¬ 
ment. The conclusion that the invention resulted 
from his employment is, therefore, inescapable and, 
under these circumstances, he should not be entitled 
to obtain a patent. 

It should be noted that an examiner, who has the 
benefit of all the most recent and confidential develop¬ 
ments in the field in which he works is in a peculiarly 
favorable position to make inventions. He is fgmiliar 
with the work of many independent inventors who 
can have no knowledge of each other’s work and may, 
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by combining suggestions made by such inventors, 
make inventions which they could scarcely have made 
independently. In effect, he is in advance of the 
art by as much time as normally elapses between the 
filing of applications and the publication of patents, 
which time is now several years. Obviously, in 
making an invention, he cannot exclude these confi¬ 
dential disclosures from his mind and accordingly, 
whatever his intentions, he enjoys an unfair advan¬ 
tage over other inventors. It would clearly be con¬ 
trary to the spirit of R. S. 480 to allow him to 
capitalize this advantage at the expense of the inven¬ 
tors who are required to make confidential disclosures 
to him. 

The case of Foote v. Frost , Fed. Case No. 4910 is 
a district court decision rendered more than seventy 
years ago. It holds that the Commissioner of Patents 
may, after resigning, apply for and obtain a patent 
on an invention made while he was Commissioner, 
and is therefore contrary to the position of the appel¬ 
lant here. However, it is, of course, not controlling 
in this case and, for the reasons given herein is 
thought to have been wrongly decided. 

The case of Page v. Holmes , 1 Fed. 304 is not in 
point here since the invention in that case was made 
before Page was employed by the Patent Office. 
His right to a patent, therefore arose prior to his 
employment. The court in that case stated that a 
Patent Office employee does not dedicate or forfeit 
an invention made before his employment, which 
would seem to suggest that inventions made during 
employment are forfeited or dedicated. 


17 


The inadvisability of allowing patent exainihers to 
invent in competition with the applicants whos^ cases 
they examine, accumulate their inventions and file 
applications immediately upon leaving the Offic^ seems 
obvious. The Trial Court, in its memoranduip opin¬ 
ion stated that it was “not unmindful of the potential 
danger involved in allowing Patent Office employees 
to resign and immediately thereafter to file an appli¬ 
cation for a patent.’’ 

The present case is an extreme one in thkt the 
appellee not only prepared and executed his | appli¬ 
cation during a period when he had access [to the 
pending applications of others, but also contracted 
with the Signal Corps to assign them all inventions 
relating to his work there which were made during 
his employment. It was thus essential for tljie ap¬ 
pellee to show that his interest in the inventions here 
involved was complete when he entered the employ 
of the Signal Corps. It is stated in the Commis¬ 
sioner’s decision of September 25, 1946, and has been 
stipulated to be a fact that the appellee’s object in 
filing his first application when he did was to avoid 
any controversy over his date of invention; and also 
that he desired to retain continuity of employment by 
the Government. 

It will thus be seen that the decision of the I Trial 

I 

Court in the present case has resulted in the fallow¬ 
ing paradoxical situation: (1) The appellee h^id no 
interest, direct or indirect, in a patent on any of the 
inventions here involved before he was employed by 
the Patent Office, since the inventions had not then 
been made; (2) He acquired no interest, direct or 
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indirect, in such a patent during his employment 
by the Patent Office, since this is expressly forbidden 
by R. S. 480; (3) He therefore had no interest in a 
patent when he resigned from the Patent Office; 
(4) He preserved continuity of Government employ¬ 
ment; (5) Any interest in a patent on an invention of 
the kind here involved, which he acquired by making 
an invention after his employment by the Signal 
Corps, belonged to the Signal Corps; (6) Neverthe¬ 
less, the Trial Court holds that the appellee now 
has three valid applications for patent on inventions 
of that character. 

It seems clear that this result is an unfortunate 
one. It may be, as the Trial Court has held, that the 
onlv remedv is by legislation. For the reasons above 
given, however, it is submitted that the reasonable and 
natural interpretation of R. S. 480 is that acts 
performed by an employee of the Patent Office can¬ 
not be made the basis for the grant of a patent to 
him at any time. 

The appellee argues that the practice of the Patent 
Office was, for a long time contraiy to that expressed 
in the present case. Even assuming this to be true, 
it would not be of any material weight since the 
Patent Office is not bound to perpetuate its mistakes 
(Fessenden v. Coe, 69 App. D. C. 193). The prior 
practice of the Patent Office is not presented for 
review here. 

Title 35, sec. 45, relied on by the appellee has no 
bearing on this case. In the first place, the original 
application was not filed under the provisions of that 
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act. Moreover, the act expressly makes the grant of 
patents “subject to existing law” which, of ^ourse, 
includes R. S. 480. It is not seen that the 4 x P r ©ss 
provision in sec. 45 excepting employees of the Patent 
Office from the filing of applications strengthens the 
appellee’s position. Section 45 obviously was jiot in¬ 
tended to alter the substantive rights of Patent Office 
employees in any way; certainly it was not designed 
to increase them. There is no occasion, therefore, 
for resorting to a strained interpretation of that 


section in an attempt to modify R. S. 480. 

It is alleged by the appellee that the Commissioner 


has deprived him of the right of appeal to the JBoard 
of Appeals and to the Court of Customs and Patent 
Appeals. However, as is clear from Patent Office 

I 

rule 133 appeals to the Board and thence to the Court 


are allowed only when claims are rejected fupon 


grounds involving the merits of the invention.”! The 
striking of the appellee’s applications from tht files 


was not based on any ground involving the merits of 
the invention, but on the ground of personal disquali¬ 
fication. This is not a proper matter for considera¬ 
tion on appeal. This case is thought to be controlled 
by the decision of the Court of Appeals of thd Dis¬ 
trict of Columbia in Shoemaker v. Robertson, 60l App. 
D. C. 345, 54 F. 2d 456. In that case it was hel<j that 
a refusal by the Commissioner to consider an applica¬ 
tion at all, on the ground that it had not been properly 
executed, did not involve the merits, and that the 
remedy in such a case was by petition for mandgmus. 

In the present case, when it became clear th^t the 
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inventions claimed in the appellee's applications were 
made while he was employed by the Patent Office, it 
was apparent that the applications had no proper 
standing and should not be considered. There was 
thus no basis for consideration of the cases on their 
merits by either the primary examiner or the Board 
of Appeals and the only proper procedure was to 
strike the applications from the files. 

CONCLUSION 

In the final analysis, the decision below rests 
squarely on the proposition that the complete owner¬ 
ship of an invention including all rights to apply for 
and obtain patents thereon, is something entirely dis¬ 
tinct from any interest, direct or indirect, in a patent; 
that the right to apply for and obtain a patent is not 
even an indirect interest in a patent, and that the 
mere act of filing an application creates, for the first 
time an interest in a patent. If this proposition is 
sound, the decision below should be sustained; other¬ 
wise not. 

It is submitted that the proposition is unsound; that 
the filing of an application does not create a right to 
a patent, but is merely a formal step predicated on a 
pre-existing right; and that the making of a pat¬ 
entable invention, by one who is or may become en¬ 
titled to obtain a patent on it, creates an interest in 
a patent within the meaning of R. S. 480. 

Since the appellee had no interest direct or indirect 
in a patent when he left the employ of the Patent 
Office, and since he has obviously done nothing since 
to create such an interest, he cannot have it now and 
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his applications were properly stricken from t[he files. 
The decision appealed from should, therefore, be 
reversed. 

Respectfully submitted. 

W. W. Cochran, 

Solicitor, U. S. Patent Officd, 

Attorney for Appellant. 

E. L. Reynolds, Of Counsel. 
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BRIEF FOR BENJAMIN FOX 
COUNTER STATEMENT OF THE CASE 

Appellee Fox, shortly after he was transferred from the 
Patent Office to the War Department in 1942, filed an ap¬ 
plication for patent on an invention which he had merely 
conceived while he was a Patent Office employee;. Later, 
he filed two divisions of said application. 

Appellee’s invention was not derived from anything in 
the Patent Office records, and Appellant’s argument that 


Appellee examined cases in the same fields as the inven- 
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tions herein involved is clearly erroneous.* Appellee Fox 
testified that he did not see anything in the secret files of the 
Patent Office that helped him in making his invention (R. 
49). The Commissioner of Patents, in his decision, found 
as a fact (and he so stipulated) that “there is in this case 
no suggestion of appropriation” (R. 30). Fact finding #4 
of the trial court is to the same effect (R. 20). 

Shortly after he was transferred to the War Depart¬ 
ment, Appellee disclosed his invention to that Department 
(R. 49). The invention was incorporated in equipment 
used in connection with the war effort (R. 39, 49). The 
Secretary of War certified that Appellee’s invention “is 
being used in the public interest.” (R. 39). 

The War Department placed orders for the manufacture 
of this equipment with a company employing one, Stewart. 
This company then not only made this equipment for the 
Government, but Stewart also made application for patent 
thereon (R. 49, 25-26). 


* When in the Patent Office, Appellee was employed in Division 51 to 
examine subclasses 20 and 40 of class 250, which relate to tuners and volume 
controls for radio sets (R. 31). A tuner is the usual dial or push button for 
shifting from one station to another. Appellee’s application S. X. 690,430 is 
classified in Division 10, class 172, subclass 171.5, which relates to telephone 
modulators (R. 31). Appellee’s application S. X. 671,343, is classified in 
Division 54. class 315, subclass 92, which relates to “Electric Lamp and Dis¬ 
charge Devices” (R. 31). Appellee’s application S. X. 449,121 is NOIV clas¬ 
sified in class 250, subclass 1.5, which relates to “Reflected and/or Otherwise 
Returned Wave Systems.” However, the Patent Office has also agreed that 
this subclass "was not in existence” when Fox was in the Patent Office (R. 
501 and there is no evidence that the patents that now make up that subclass 
were in Division 51 when Fox was employed there. Even more important, 
there is no evidence that there was a single application pending in what is 
now subclass 1.5 when Fox was in the Patent Office. So far as the record 
goes, everything in what is now subclass 1.5 could have been issued to patent 
before Fox came to the Patent Office or filed after Fox left the Office. 
Patents are normally issued in about three years, and Fox has been out of 
the Office seven years. Therefore, the Patent Office had full opportunity to 
produce everything that could have been relied on to show derivation of Ap¬ 
pellee’s invention from the Patent Office records if there had been any. 
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The Commissioner would not hold a hearing as to whether 
Stewart was the first inventor and Stewart now j}arades 
before the public IT. S. patent 2,355,338, with a presumption 
of validity, in spite of the fact that liis application was 
filed eight months after Appellee’s application. Stewart 
accomplished this by inspiring the Commissioner tp strike 
Appellee’s application from the files so that at least thco- 
retically Appellee’s application was not filed ahead of 
Stewart’s application. The procedure whereby the Com¬ 
missioner acted in the case is outlined on pages 25-30 of 
the record. 

Another inventor, Alvira, who was employed jby the 
General Electric Co. also made application for patent, but 
Alvira admitted that Appellee was the first inventor Alvira 
then filed a disclaimer thereby confessing he was hot the 
first inventor, and allowed a final judgment to be rendered 
in favor of Fox, from which judgment Alvira did hot ap¬ 
peal (R. 25). 

Notwithstanding that Alvira filed his applicatiop after 
Fox, and after he had confessed that he was not the first 
inventor, the Commissioner without affording a Rearing 
to Fox, granted Alvira reissue patent No. 22,834, a|though 
he at the same time refused to vacate the decision of pri¬ 
ority in favor of Fox (R. 28, 29). 

All of Appellee’s activities were fully in accord with 
War Department regulations and Appellee has rendered 
a high service to the Government by prosecuting tljis case 
and thereby helping to defeat the illegally granted (patents 
to Stewart and Alvira covering equipment of a typp in use 
by the Government. The Government has a free license 
in all of Appellee’s applications. 

The Commissioner seriously misconstrues Appellee’s 
contract with the Signal Corps, printed on pages 32 and 
33 of the record. Nothing in said contract states wl|iat Ap- 
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pellant’s brief, page 17, says is there, viz., that Appellee 
“contracted with the Signal Corps to assign to them ail 
inventions relating to his work there which were made 
during his employment.” This contract merely provides 
that in certain circumstances Appellee must assign his 
inventions if the Chief Signal Officer finds such an assign¬ 
ment necessary to protect the Government. 

Appellee was not trying to avoid his contract, and in 
fact could not have done so by merely conceiving his in¬ 
vention before signing the contract. Since Appellee re¬ 
duced his invention to practice by filing an application 
after he had become a War Department employee, the in¬ 
vention was, in accordance with Stub v. United States, 63 
F. Supp. 748, legally made after he had entered the em¬ 
ploy of the War Department and the Government could 
take title to it if it related to Appellee’s work and if in the 
Chief Signal Officer’s opinion it was necessary to take title 
to the patent “to safeguard the public interest”. The 
War Department has enforced this contract in other cases, 
and the meaning of the exact contract here involved has 
been fully interpreted in Kober v. United, States, (C.C.A. 4) 
170 F. (2d) 590 (petition for certiorari denied April 4,1949), 
in which case the Government demanded and obtained 
title to an application under this very contract. The War 
Department has considered it adequate to take a free 
license in each of Appellee’s applications. 

This Court may also take judicial notice of War Depart¬ 
ment Regulation AR 850-50, a copy of which constitutes 
an Appendix to this brief. Paragraphs 1, 7, and 9 of this 
Regulation shows that it would be contrary to the policy 
of the War Department to take title to Appellee’s applica¬ 
tions.* 


* The regulation which preceded in time the one included in the Appendix 
iv substantially identical, but is not now available in printed form. A photo¬ 
stat of this prior regulation has. therefore, been filed in the Court record for 
purposes of reference. 
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SUMMARY OF ARGUMENT 

Appellee’s mere conception of an invention while em¬ 
ployed in the Patent Office does not constitute the acquisi¬ 
tion of a “right or interest” in a patent, within the mean¬ 
ing of R. S. 480. His filing of an application immediately 
upon his transfer from the Patent Office to the War De¬ 
partment was in full accord with War Department policy 
and provided a full measure of protection to the j Govern¬ 
ment’s rights in his invention, which is incorporated in 
military equipment. Since the Government has a. free li¬ 
cense in Appellee’s invention, the issuance of a patent to 
Appellee will prevent possible claims against the Govern¬ 
ment by patentees whose applications were filed later than 
those of Appellee. 

The Commissioner’s interpretation of R. S. 480 is admit¬ 
tedly contrary to all prior judicial and administrative in¬ 
terpretations thereof. It will serve to encourage fraud 
and will needlessly limit the progress of the ^irts and 
sciences to the detriment of the public welfare. 

R. S. 480 prevents a Patent Office employee from taking 
any right or interest in a patent issued by the Patent Office 
while he is so employed. This does not now bar Appellee 
from obtaining a patent for his invention since he had been 
transferred to the War Department before he filed his ap¬ 
plication. The leading case of Foote v. Frost, et al., (C. C. 
Mass.) Fed. Case 4910, 9 Fed. Cas. 362, is directly in point 
and sustains this contention, holding that the ijntent of 
this statute is merely to prevent bias and interest of a 
Patent Office employee while in his official capacity and 
that a former employee may apply for and obtain a patent 
on an invention which ho had conceived, and even reduced 
to practice, during his term of office. 

The Commissioner’s decision overruling Foote k Frost, 
supra, should not be given any weight because the Commis- 
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sioner is not the highest administrative tribunal of the 
Patent Office, because his decision was immediately chal¬ 
lenged, because his interpretation of the statute contradicts 
that of the Courts and previous administrative authorities, 
and because it attempts to overturn a settled practice. The 
Commissioner’s decision seeks to unreasonably extend R. S. 
4S0 in violation of the well established rule that a statute 
which constitutes an exception to general statute 
law must be strictly construed. The public as well 
as Patent Office employees have recognized and invested 
in patents issued to former Patent Office employees, relying 
on these long standing interpretations of R. S. 480, and 
their valuable property rights should not be lightly de¬ 
stroyed. 

Appellee during his employment in the Patent Office had 
only a conception of an invention. As we shall see, the 
courts have held that a mere “conception” is not a right or 
interest in a patent, and cannot be levied upon or taken 
by execution. 

A patent right is a purely statutory creation and every 
statutory condition precedent must be met before the right 
can be created. The most important condition for the 
grant of a patent is an offer to disclose the invention to the 
public. Nothing short of a patent application can con¬ 
stitute such an offer. Without such an offer an inventor 
cannot acquire a patent right, so that Appellee’s mere con¬ 
ception could not suffice to create such a right. Although 
R. S. 480 is limited to rights in a patent, the Commissioner 
has incorrectly interpreted this so as to include a right 
to apply for a patent, the common law right in an inven¬ 
tion, and a right in a conception. 

Regardless of the meaning of R. S. 480, Appellee is also 
entitled to a patent under 35 U. S. C. 45, a special statute 
which was primarily designed to benefit the Government. 



and which is controlling in the case at bar, sihce it was 
enacted at a later date than R. S. 4S0 and has its own statu¬ 
tory bar with respect to Patent Office employees. ! 

ARGUMENT 

The Grant of a Patent to Appellee is Permitted by R. S. 4S0 

Appellant, hereinafter referred to as the Comihissioner, 

| 

struck Appellee’s applications from the files of tljie Patent 
Office on the alleged ground that they are barred hjr the pro¬ 
visions of Section 480 R. S.; IT. S. C., Title 35, Sec. 4, which 
provides that: 

“All Officers and employees of the Patent Office shall 
be incapable, during the period for which They hold 
their appointments, to acquire or take, directly or in¬ 
directly, except by inheritance or bequest, an\ k right or 
interest in any patent issued by the Office.’’ (pmphasis 
added.) 

The rights of a Patent Office employee under thjs statute 
are stated in 48 Corpus Juris, page 122, Sec. 137, as fol¬ 
lows : 

“When his employment ceases he may obtain]a patent 
for an invention made either before his employment 
commenced, or during his term of office.” 

The Commissioner’s decision (Stipulation Exhibit 4, R. 
36), held that a right or interest in a patent accrues at the 
time of conception of the invention, and since Appellee ad¬ 
mittedly conceived (but did not reduce to practice!) his in¬ 
vention while he was employed at the Patent Offic<^, he was 
forever barred from receiving a patent, even tljough he 
had filed his application after the date of terminatijon of his 
employment (Stipulation, paragraphs 1 and 2, R. 34). 

The Commissioner’s interpretation of the stjatute is 
ADMITTED BY HIM TO BE CONTRARY TO AtL THE 
PRIOR JUDICIAL AND ADMINISTRATIVE (INTER¬ 
PRETATIONS THEREOF, dating from 1878 (R. 36). 


8 


The Case of Foote v. Frost Supports Appellee’s 

Right to a Patent 

The leading case interpreting R. S. 480 is the case of 
Foote v. Frost, et al., supra . 

R. S. 480 was passed in 1S70. Foote, the plaintiff in the 
above case, was Commissioner of Patents during the period 
immediately preceding the passage of the Patent Act of 
1870; hence he probably was Commissioner during the 
formulation of the present wording of R. S. 480. 

Commissioner Foote made (actually reduced to practice) 
an invention during his tenure of office, and applied for a 
patent thereon after his resignation. His successor in office 
granted the patent. The validity of the patent was chal¬ 
lenged by Frost, an infringer, in 1878, only eight years 
after passage of R. S. 4S0. 

The decision in Foote v. Frost, et al., supra, was rendered 
by the most able patent judges in the land. Mr. Justice 
Nathan Clifford, the presiding judge, was the senior as¬ 
sociate justice of the Supreme Court at the time he rendered 
this decision, and Judge Lowell, also sitting on the Court, 
has long been regarded a leading authority on patent ques¬ 
tions (see Walker on Patents, Feller's Edition, Vol. 1, p. 
348). A court thus constituted certainly has the dignity and 
respect of a present day Circuit Court of Appeals. 

In Foote v. Frost, supra, the eminent judges held: 

“The patent is dated in 1873, but the evidence is 
clear and uncontradicted that the invention was made 
in 1887, or early in 186S. At that time the complainant 
was Commissioner of Patents, and the respondent 
argues that he was prohibited by law from taking out a 
patent after his commission had expired, for an inven¬ 
tion he made while he was in office. The words of the 
statute and its intent alike provide that the prohibition 
upon the Commissioner was not intended to fetter his 
inventive faculties, or deprive him of the fruits of his 



skill or ingenuity, but merely to prevent bigs and in¬ 
terest in his public capacity; when that ceases, the in¬ 
terdict is removed, (emphasis added.) • j 

Under this decision, Appellee is clearly not par red by 
this statute from receiving a patent. The Commissioner 
admits in his brief (p. 16) that this decision is contrary to 
his position. 

Further Cases in Support of Appellee’s Position 

Another decision in point is that of Judge Blaichford in 
the case of Page v. Holmes, (C. C. N. Y. 1880) 1 Fed. 804, 
1880 C. D. 345. This decision is an interpretation of the 
antecedent of R. S. 480, viz., Section 2 of the A<jt of July 
4, 1836, (5 Stat. 118), which, according to Foote\v. Frost, 
et al., supra, has the “same meaning” as R. S. 4^0. 

The opinion of Judge Blatchford in this case; includes 
the following (1 Fed. 325): 

“The second section of the Act of 1836 doefs not de¬ 
clare that a person taking employment in the patent 
office shall be held to have forfeited or dedicated to the 
public thereby any invention made by him. It simply 
prevents him from acquiring an interest in a patent 
while he remains such employee. But as sopn as his 
employment ceases, he is in the same position, so far as 
any effect of the mere fact of his having been in such 
employment is concerned, as if he had nevc)r been in 
such employment.^ (emphasis added). 

Two years after rendering this decision, Judgje Blatch¬ 
ford was appointed to the U. S. Supreme Court. 

In United States v. Dubilier Condenser Corporation, 289 
U. S. 178, 189, the Supreme Court, after citing R. S. 4S0, 
stated: 

“No servant of the United States has by statute been 
disqualified from applying for and receiving! a patent 
for his invention, save officers and employees of the 
Patent Office during the period for which t\hey hold 
their appointments.” (emphasis added). 
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Since Appellee filed his application after he had resigned 
from the Patent Office, he is clearly entitled to obtain a 
patent on his invention. 

Appellee’s Right to a Patent is Sustained by All 
Prior Administrative Decisions 

The Commissioner, in his decision (R. 36), cites two ad¬ 
ministrative decisions of Commissioner Butterworth and 
admits that these decisions involved cases where the ex¬ 
aminer filed a patent application while he still remained 
an employee in the Patent Office. The Commissioner fur¬ 
ther admits that the second of three decisions (Ex parte Mc¬ 
Elroy. 1S97 C. D. 40) contains a dictum to the effect that if 
the Examiner resigns he may then properly apply for a 
patent on an invention made during his tenure. This was 
more than a dictum because McElroy did resign and apply 
for a patent on the same invention and even used the same 
papers previously filed (which had remained with the 
Patent Office). This new application was accepted as a 
valid application and was examined on its merits. More¬ 
over, McElroy’s application was in the same art that he 
had examined while he was a Patent Office employee, which 
is not the ease herein. See Ex parte McElroy . 1909 C. D. 
52. 

It is clear therefore that the trial Court in the case at 
bar was merely following a long line of judicial and admin¬ 
istrative decisions, and the ruling in favor of Appellee 
should be upheld. 

Appellee offered to prove by former Assistant Com¬ 
missioner of Patents, Henry Van Arsdale, that the Patent 
Office had long followed the practice of Foote v. Frost, 
supra. The trial Court refused to receive this evidence, 
and Appellee claims that its exclusion was error (R. 42-5). 
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The Long-standing Construction of R. S. 48j0 
Should Not be Disturbed 

It is a well known rule of statutory construction that 
long-standing interpretations of a statute should no{ be dis¬ 
turbed. In “Sutherland on Statutory Construction,” 3rd 
Ed. (Horack), Section 5107, Vol. 2, Page 520, the fallowing 
rule of statutory construction is given: 

“Like all precedent, where contemporaneous apd prac¬ 
tical interpretation has stood unchallenged for a con¬ 
siderable length of time it will be regarded as <|>f great 
importance in arriving at the proper construction of a 
statute. * * *. While the principle here is not strictly 
that of estoppel running against the government there 
is some analogy to that principle when the interpreta¬ 
tion has been made by a government agency or Officer.” 

All the prior interpretations of R. S. 480 are “con¬ 
temporaneous” with the enactment of the statute ainfl “have 
stood unchallenged for a considerable length of time” (70 
years). Hence these interpretations should not jnow be 
disturbed. 

i 

Appellee and numerous other former Patent Office em¬ 
ployees who have made inventions and obtained patents 
thereon, as well as the public which has recognized and in¬ 
vested in these patents, have relied on these long-standing 
interpretations of the statute and have governed thejmselves 
accordingly. These valuable property rights shouk|l not be 
lightly destroyed. 

Appellee’s Mere Conception Does Not Constitute a 
Right or Interest in a Patent 

All the Appellee had during his tenure in the Parent Of¬ 
fice was a conception of an invention (Stipulation, ^)ar. 35, 
R. 31). This is not even a right in an invention to say 
nothing of a right in a patent. 
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An invention is not complete until there has been a re¬ 
duction to practice. This doctrine has been enunciated in 
a great many decisions, a typical one being that of this 
Court in De Kando v. Armstrong, 37 App. D. C. 314, 319, 
320 which held that: 

“It is likewise well settled that an invention cannot 
be completed by anything short of a reduction to prac¬ 
tice. * # * Knowledge required by the statute is more 
than a mere mental concept.” 

To the same effect are Seymour v. Osborne, 78 U. S. 516, 
552; Computing Scale Co. v. Standard Computing Co., 
Ltd., (C. C. A. 6), 195 Fed. 508; Stub v. United States, Court 
of Claims, 63 F. Supp. 74S, supra. 

A patent right is a property right. On the contrary, a 
.mere conception has never been held to be a property right. 
For instance, in the case of Bogoslowsky v. Huse, 31 
C. C. P. A. 1034, 142 F. (2d) 75, the Court held that a mere 
conception is something which has no existence, and hence 
is not subject to the doctrine of concealment and sup¬ 
pression. In the words of the Court: 

“In the eyes of the law the invention is not completed 

until it has been reduced to practice.” 

* * # # # 

“If then a party has not made an invention we cannot 
understand how he could be charged with concealing 
and suppressing something which had no existence, so 
far as he was concerned, at the time of the alleged 
concealment and suppression.” (emphasis added.) 

An informally filed application in the Patent Office has 
been held to be not a property right which could be seized 
by the Alien Property Custodian. This was the decision 
in The Chemical Foundation, Inc. v. General Analinc Works, 
Inc.. (C. C. A. 3) 99 F. (2d) 276, wherein the Court stated: 

“As we view it, it is the grant of a patent for an in¬ 
vention that creates property and unless some trust or 
contract relations exists, the conception of an inven- 


13 


tion, so long as it is not patented is not property which 
can he levied on or seized and taken in execution.” 

The above cited decisions are overwhelming testimony 
to the effect that Appellee’s mere conception did ^iot even 
amount to an invention. It could not be subject to the doc¬ 
trine of concealment and suppression, and it could not be 
seized as property. Appellee could not, therefore, have 
“any right or interest in any patent” until a patent is is¬ 
sued to him. Even if the filing of his application in jhe U. S. 
Patent Office were considered such a right, he did ^iot have 
this until after he had terminated his employment 

R. S. 480 Must be Strictly Construed 

A well established rule of statutory construction is that 
a statute which carves out an exception from thej general 
statute law must be strictly construed. Section 4|S0 R. S. 
is such a statute. Two Supreme Court cases holding that 
exceptions are strictly construed are United Stated^ v. Dick¬ 
son, 40 U. S. 141, and Spokane & Inland R. R. v\. United 
States, 241 U. S. 340, 350. 

Corpus Juris, Vol. 59, pp. 1092-3, states the | rule as 
follows: 

“EXCEPTIONS * * * Moreover, it is not essential 
in all cases that an exception appear in the Enacting 
clause; it may be in a separate section of the statute, 

or in a separate statute. 

***** 

“EXCEPTIONS, as a general rule should be|strictly, 
but reasonably construed.” 

The general provision for the granting of pdtents is 
embodied in Section 4S86 R. S., U. S. C., Title 35,! Sec. 31, 
which states: 

“Any person who has invented * * * any jnew or 
useful art, machine, manufacture or composition mat¬ 
ter * * * may obtain a patent therefor.” 
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But R. S. 4S0 carves out the exception with respect to an 
employee of the Patent Office during the period for which 
he holds his appointment, and as such must be strictly con¬ 
strued and limited to such period of appointment only, and 
to an issued patent only. 

The Commissioner’s decision, if sustained, may tend to 
permanently suppress valuable inventions. Appellee’s in¬ 
vention went into use by the Army during a great war when 
inventions saved lives and the nation. Justice Clifford 
held in Foote v. Frost, supra, that R. S. 480 was not in¬ 
tended to suppress such inventions. If the statute is strict¬ 
ly construed it need not permanently suppress any inven¬ 
tions, and since it is a statute controlling only exceptional 
cases a strict construction is presumed. 

Appellant’s argument that R. S. 480 was passed to pro¬ 
tect Patent Office Rule 15 is erroneous since (a) there was 
no patent office rule of secrecy when R. S. 480 was first 
passed, and (b) it is not the policy of Congress to pass laws 
to enlarge administrative rules. 

Exhibit B (R. 40) shows that for many years the Patent 
Office has allowed outsiders to inspect “secret” applica¬ 
tions. Xo appropriations have resulted from this policy. 
The Patent Office has never taken steps to obtain legisla¬ 
tion denying patents to persons who merely see “secret” 
cases. The long administiative practice, therefore, has 
been to fear only the exercise of bias on the part of “in¬ 
siders” and not the possibility of appropriation of secret 
records. Any appropriation by examiners can be readily 
traced, and it is better to allow them to resign and file than 
to forever ban their inventions. The latter would encourage 
underground activities that cannot be traced, see U. 8. v. 
Duhilier Condenser Corp .. supra , footnote 19. 
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A Right or Interest in a Patent Cannot Exist as Long as 

the Inventor Keeps His Invention a “Trade Secret” 

The Commissioner, on page 12 of his brief argue^ that an 
invention is worthless apart from the patent systepi. This 
is quite erroneous since an inventor may keep h^s inven¬ 
tion a trade secret and derive a royalty for its upc under 
the common law, Sandlin v. Johnson (C. C. A. 8) 141 F. 
(2d) 660. 

One important aspect of a “trade secret” is that it is 
kept secret. The most important aspect of a “patent” is 
public disclosure; in fact, the word “patent” mehns just 
that. 

One cannot have a right or interest in a “trade secret” 
(a secret disclosure) and at the same time have alright or 
interest in a “patent” (public disclosure). He mpst elect 
to abandon his right to a trade secret in order to obtain a 
patent. The Supreme Court has described this as follows, 
see Universal Oil Products Co. v. Globe Oil Refilling Co., 
322 U. S. 471, 484: j 

“the United States offers a seventeen-year njonopoly 
to an inventor who refrains from keeping hip inven¬ 
tion a trade secret. But the quid pro quo is a dis¬ 
closure of a process in sufficient detail” * * * 

In United States v. Bell Telephone Co., 167 U. S. 224, 239, 
the Supreme Court stated: 

“But in order to induce him to make the invention pub¬ 
lic, to give all a share in the benefits resulting from 
such an invention, Congress, by its legislation has 
guaranteed to him an exclusive right to it for jj, limited 
time; * # # .” (emphasis added.) 

In United States v. Dubilier, supra, 2S9 U. S. 178, 186, the 
Supreme Court stated: 

“He may keep his invention secret and reap ijts fruits 
indefinitely. In consideration of its disclosure and 
consequent benefit to the community, the patent is 
granted.” (emphasis added.) 
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The contractual aspect of the patent right is set forth in 
Century Electric Co. v. Westinghouse Electric and Manu¬ 
facturing Co., (C. C. A. S) 191 Fed. 350, which defines a 
patent as follows: 

“A patent is a contract made by the acceptance by the 
government of the offer which the patentee by his ap¬ 
plication makes to disclose his invention, in considera¬ 
tion that the U. S. will secure to him the exclusive use 
and sale of it for 17 years.” (emphasis added.) 

Therefore the Commissioner clearly erred in holding that 
the “invention” is the consideration for which a patent is 
granted. It is the inventor’s agreement to abandon his 
trade secret and to disclose his invention to the public that 
is the important act. That act, in the case at bar, did not 
occur until after Appellee left the Patent Office. 

Appellee’s mere execution of an application while on 
terminal leave, was not an agreement to abandon trade 
secret rights, since there was no delivery to the Patent Of¬ 
fice. Several cases cited by the trial court (R. 17) show that 
as in the case of any other contract it is the date of de¬ 
livery rather than the date of execution that controls. 

The most important step, therefore, in getting a patent 
is to comply with R. S. 4SS8 (35 U. S. C. 33) which requires 
that the inventor must “file in the Patent Office a written 
description” of the invention. “Patent property is the 
creature of statute law” and strict compliance with the 
statutes is necessary to create that property, Crown Die 
and Tool Co. v. Nye Tool and Machine Works, 261 U. S. 24; 
Gayler v. Wilder, 54 U. S. 477, 494; and Continental Pager 
Bag Co. v. Eastern Paper Bag Co., 210 U. S. 405. 

Appellee did not comply with this statutory requirement 
until after he had resigned. 

The Commissioner on page 12 of his brief argues that 
there is a right in a patent before the application is filed 
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due to the fact that one may at that time execute Jin assign¬ 
ment. 

It is impossible to assign a patent before the application 
is made. If what purports to be an assignment i$ executed 
at such time, it may later have effect under the doctrine of 
“estoppel to assert after-acquired title,” but it chnnot con¬ 
vey a patent before the patent right exists; seC 31 C. J. 
S. 21-31. Therefore a patent assignment has little parallel 
with an assignment of rights in real property. 

The Commissioner’s Decision Will Put a 
Premium on Fraud 

The prior decision in the case of Foote v. Fro$t, supra, 
emphasized that R. S. 480 had as its sole purpose the pre¬ 
vention of bias in official capacity. 

The Commissioner in his decision disagrees with the 
eminent judges who rendered the above opinion and main¬ 
tains that an adherence thereto would permit employees to 
benefit from their access to the “secret” records of the 
Patent Office, with the result that the integrity of the 
Patent Office would be constantly questioned. But he has 
not given a single instance of any abuse by an examiner of 
his fiduciary position as a result of the prior interpretations 
of the statute. There is no record of any questioning of 
the integrity of the Patent Office. 

There are other statutes, both criminal and civil, de¬ 
signed to prevent stealing of inventions generally. In over 
100 years of existence of the Patent Office, they have proved 
sufficient to prevent fraud of every kind. The Commis¬ 
sioner admits that Appellee did not defraud anyone, but he 
struck out Appellee’s applications on the theory that some¬ 
one else might some day commit a fraud. Yet thei ink was 
hardly dry on his decision before two clear injustices were 
sanctioned by this decision, namely, patents were!granted 
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to Alvira and Stewart, parties not the first inventors of 
the invention made by Appellee. 

Even if there was merit to the “policy” established by 
the Commissioner’s decision, the decision will merely here¬ 
after encourage resigning employees to delay executing 
their applications and not at any time claim a date of in¬ 
vention earlier than the date of his resignation. Hence, 
the Commissioner’s ruling will not afford the protection 
that it claims to give, and will merely penalize Fox and the 
War Department. 

R. S. 4S0 Primarily Relates to Purchase of Patents 
and the Present Question Must be Decided 
Consistently With Other Situations 

If during his employment an examiner purchased a pat¬ 
ent issued to another than himself, such purchase would be 
void in view of R. S. 480. However, the clear wording of 
the statute would permit the examiner, after resigning, to 
validly acquire the same patent that he previously at¬ 
tempted to purchase. 

The words of R. S. 480 cannot have a different meaning 
when applied to an examiner acquiring a patent by pur¬ 
chase than they have when applied to obtaining a patent 
by a grant directly from the Office on an invention of the 
examiner. Congress chose the same words to control both 
of these situations. Hence, if an examiner’s incapability 
to purchase a patent, issued during his term of service, 
ceases when he resigns then his incapability to patent his 
own invention ceases when his employment terminates. 

Congress can legislate that one is “incapable” of pur¬ 
chasing or being granted a patent. Congress cannot, how¬ 
ever, render one “incapable” of conceiving an idea. When 
the Commissioner states that a “conception” is an “in¬ 
terest in a patent,” he is in effect saying that Congress ren- 
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dered an examiner “incapable” of the natural! right of 
thinking. Congress obviously recognized a distinction be- 
tween being ‘ 1 incapable ’ ’ of the act of invention and being 
“incapable” of the act of acquiring an interest in a patent. 
Examiners’ “incapability” of taking the latte) extends 
only “during the period for which they hold their appoint¬ 
ments”. Even if it is considered that an invention is an 
interest in a patent, the statute does not state that because 
an examiner was once incapable of taking this particular in¬ 
terest that the incapability is perpetual; in fact oil the con¬ 
trary the incapability is expressly limited in time, j 

The Commissioner’s Decision is Entitled to Little Weight 

We are not unmindful of the rule that usually Un admin¬ 
istrative ruling carries considerable weight. That tule, how¬ 
ever, does not apply here, as we shall see. 

The Commissioner in his decision (R. 36) cited two pat¬ 
ent authorities, namely two decisions of Commissioner But- 
terworth and one court decision, on patents. He admitted 
that these patent experts were against him. 

To support his decision the Commissioner went to the 
real property law citing texts and decisions. However, this 
Court is far more expert in real property law thin is the 
Commissioner and should give no weight to his decision. 

Certainly opinions relating to the rights of a remainder¬ 
man in real property, rendered years after R. S. |480 was 
passed, are no basis for construing this law relating to pat¬ 
ent grants. 

In Crown Die Tool Co. v. Nye Tool Co., supra, Cl^iief Jus¬ 
tice Taft held that patent property is the creaturej of stat¬ 
ute law and it is not safe in dealing with rights ujider the 
patent law to follow rules governing rights at comi)ion law. 

The Commissioner of Patents is now inferio) to the 
Board of Appeals of the Patent Office (R. S. 482, 35jU. S. C. 
7. quoted on page 28 infra) as an administrative tjribunal. 
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The Court of Customs and Patent Appeals is no more than 
an administrative tribunal (In re Bakelitc Co., 297 U. S. 
438, 460), and is therefore the highest administrative body 
on patents. 

The rule that great weight should be accorded to admin¬ 
istrative decisions does not apply unless the decision is ren¬ 
dered by the highest administrative tribunal; Higgins v. 
Commissioner of Internal Revenue, 312 U. S. 212, 216; 
Biddle v. Commissioner of Internal Revenue, 302 U. S. 573, 
582; Helve ring v. New York Trust Co., 292 U. S. 455, 46S. 

Here, as will be hereinafter shown, the Commissioner 
took such action as prevented Appellee from appealing to 
the Board of Appeals and to the Court of Customs and 
Patent Appeals. Under these circumstances his decision 
is surely not entitled to the weight that is usually accorded 
administrative decisions. 

Moreover, an administrative decision which is immedi¬ 
ately challenged, as is the case herein, is also not entitled 
to great weight: Davies Warehouse Co. v. Boivles, Price Ad¬ 
ministrator. 321 U. S. 144, 156. 

It has been further held that little weight should be 
given to an administrative decision which is inconsistent 
with prior administrative holdings, as is the case herein. 
See United States v. Missouri Pacific Railroad, 278 U. S. 
269, 2S0: Burnet, Commissioner of Internal Revenue v. 
Chicago Portrait Co., 2S5 U. S. 1, 16. 

In addition, the decision in the case of Foote v. Frost, 
supra, which also supports Appellee’s right to a patent and 
which was made shortly after the enactment of R. S. 480, 
is a decision of a Federal court. For such a case, the Su¬ 
preme Court, in United States ex rel. Steinmctz v. Allen, 
192 U. S. 543, 560, enunciated the rule that “the view of the 
Courts ought to prevail.” 

For these reasons the Commissioner’s decision should be 
given little weight. 
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Notwithstanding R. S. 480 a Patent May 
Granted Under 35 U. S. C. 45 

Appellee submits that, notwithstanding the provisions of 
R. S. 480, he may be granted patents under 35 U. *3. C. 45. 
This statute is a “special” statute having its owii limita¬ 
tion on grants to Patent Office employees. 35 U. jS. C. 45 
reads as follows: 

“The Commissioner of Patents is authorized io grant, 
subject to existing law, to any officer, enlisted man, or 
employee of the Government, except officers jand em¬ 
ployees of the Patent Office, a patent for any invention 
of the classes mentioned in section 4S86 of the 'Revised 
Statutes, (U. S. C., title 35, sec. 31), without ihc pay¬ 
ment of any fee when the head of the department or 
independent bureau certifies such invention is used or 
liable to be used in the public interest: Provided, That 
the applicant in his application shall state that the in¬ 
vention described therein, if patented, may b$ manu¬ 
factured and used by or for the Government for gov¬ 
ernmental purposes without the payment to him of any 
royalty thereon, which stipulation shall be included in 
the patent.” 

This Court has already held that Fox’s docket fed in thi? 
Court is exempt by reason of his compliance with this stat¬ 
ute (see the order entered herein on July 21, 1949)1 

We submit that if Fox’s Patent Office employment at the 
time of conception does not bar him from the benefits of 
the statute so far as exemption of fees is concerned, it does 
not bar him from a “grant” under that statute. 

Appellee’s first application was placed under this Act by 
amendment. This was proper, see 40 0. A. G. 525, ilay 22, 
1947. The other two applications were filed under tlhe Act. 

After the Commissioner’s decision had been rdndered 
striking the parent case from the files, the Secretary of 
War wrote the Commissioner stating “I consider the said 
invention to be one that comes within the purvue of” 35 
U. S. C. 45 (R. 39). 
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35 U. S. C. 45 is a Special Statute Having Its Own 
Limitations on Grants to Patent Office Employees 

The patent statute under which members of the general 
public file applications is 35 U. S. C. 31. This law provides 
that “ any person” may obtain a patent for “ any new and 
useful” invention. On the other hand 35 U. S. C. 45 is 
limited to one special class of persons namely Government 
servants, and to one. particular class of inventions, namely 
those which the head of a department certifies are useful 
to the Government. Hence, 35 U. S. C. 45 is a “special” 
statute. 

This special statute does not use the words “right,” “in¬ 
terest,” or “indirectly,” found in R. S. 4S0 and which were 
relied upon by the Commissioner as the very basis of his de¬ 
cision. Hence, the question to be decided is: Is it proper to 
effectively rewrite the words “except officers and employees 
of the Patent Office” to read: “except officers and em¬ 
ployees of the Patent Office, and also except former officers 
and employees of that Office as to ideas conceived hy them 
while in the employ of the Patent Office by going outside 
of this special statute and referring to the words “inter¬ 
est” etc. found only in the general law, R. S. 480. The 
following case answers the question negatively: United, 
States v. Nix, 189 U. S. 199, 205. 

Appellant’s brief (p. 19) argues that the words “subject 
to existing law” in 35 U. S. C. 45, comprehended R. S. 4S0, 
but if this be the case, the words “except officers and em¬ 
ployees of the Patent Office” in 35 U. S. C. 45 are surplus¬ 
age. The rule covering this is stated at 50 Corpus Juris , 
pp. 1092-3 as follows: 

“and it is a general rule that an express exception in 
a statute excludes all others” * * *. 

Hence the express exception “except officers and employees 
of the Patent Office” in 35 U. S. C. 45 excludes all others on 
this subject. 
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Appellant’s inconsistent position as to 35 U. S. b. 45 is 
that Congress passed broad exclusions in R. S. 480 and 
later narrower ones in 35 U. S. C. 45; and that th^ latter 
are to be completely ignored in favor of the fornjier. If 
this is true, then why did Congress insert the exclusions as 
to Patent Office employees in 35 U. S. C. 45? 

The Intent of 35 U. S. C. 45 Shows Appellee4 
Right to a Patent 

In the United States v. Dubilier Condenser Corp.\ supra , 
289 U. S. 178, the Supreme Court fully outlined the Con¬ 
gressional intent of 35 U. S. C. 45, and said: 

“* * * In the report of the Senate Commijttee on 
Patents submitted with the amendment, the object of 
the bill was said to be the protection of the iinterests 
of the Government, primarily by securing patents on 
inventions made by officers and employees, presently 
useful in the interest of the national defense and in the 
future; and secondarily, to encourage the patenting of 
inventions by officers and employees of the Government 
with the view to further protection of the Government 
against suits for infringement of patents.” (emphasis 
added.) 

Since Appellee’s invention “is being used” in the interests 
of national defense, and since a grant to him will protect 
the Government against suits, this case comes within the 
spirit of 35 U. S. C. 45. j 

In Footnote 19 of that decision, the Supreme Court quot¬ 
ed Congress to show that in 1928 there were $600,000,000.00 
in claims against the Government then pending in the court 
of claims where the patentee had derived his invention from 
a Government employee and had then sued the Government 
on the patent. The Supreme Court observed that Congress 
passed 35 U. S. C. 45 to liberalize the grant of patents to 
Government employees so that their applications would 
bar these false claims. 
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In the case at bar, if we go by the letter of the statute 
35 U. S. C. 45, unjust claims of Alvira against the Govern¬ 
ment are barred. However, the Commissioner ignored the 
letter of the statute, and as a result was able to sanction 
the false claims that the statute was designed to prevent. 

It is perfectly obvious that the Commissioner, in the pres¬ 
ent case, has stricken from the hies patent applications 
wirier which the Government is licensed. This action has 
enabled the parties Stewart and Alvira, even though they 
are not the first inventors, to obtain patents covering the 
very inventions which the Secretary of War has certified 
are in use by the Government. If appellee’s application is 
reinstated, it will give the Government a statutory license 
under the inventions now claimed bv Alvira and Stewart. 
This is exactly the result 35 U. S. C. 45 was intended to 
accomplish. 

The Act is written in positive language and gives affirma¬ 
tive granting powers to the Commissioner. Moreover it 
was passed in 1928 and therefore controls in the event of 
any conflict between its affirmative granting powers and the 
negative language of R. S. 480. 

The Exception in 35 U. S. C. 45 Must be Strictly Construed 

The words “except officers and employees of the Patent 
Office” constitute an “exception” and must be strictly con¬ 
strued. Therefore they cannot extend to “former” em¬ 
ployees; see United States v. Dickson, 40 U. S. 141, supra; 
Spokane & Inland /?. R. v. United States, 241 L. S. 340, 350, 
supra; and Midland Cooperative Wholesalers v. Ickes, (C. 
C. A. S) 125 F. (2d) 618, 625. 

Appellant’s Argument is Inconsistent 

Appellant argues “Section 45 obviously was not intended 
to alter the substantive rights of Patent Office employees in 
any way.” The logical result of this argument is, there- 
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fore, that Congress found no fault with Foote v. Frost, 
supra, and the long and well settled administrative prac¬ 
tice which followed that decision. 

If Congress did adopt the general law, R. S. 48(f), as a 
part of 35 U. S. C. 45 (either by implication or through the 
words “subject to existing law”) they intended tc^ adopt 
R. S. 480 “as then understood” and in accordance With the 
1928 construction of R. S. 480; see Hand, J. in John Hysagt 
v. Lehigh Valley R. R. Co., 254 Fed. 351, 353. Congress 
placed a positive exclusion in 35 U. S. C. 45, and tlieiie is no 
indication that they intended the exclusion to b<^ more 
severe than required by Foote v. Frost, supra, which was 
the law as then understood. 

There Was No Breach of Fiduciary Relationship 

i 

Appellant argues that a fiduciary relationship bars 
Appellee from receiving a patent, and cites cases not in¬ 
volving former patent office employees. 

As stated by the Supreme Court in U. S. v. Duhilier Con¬ 
denser Corp., supra, Congress has carefully legislated 
upon the subject of the right of government servants to 
obtain patents. As hereinbefore mentioned, Congress 
passed laws in 1836, 1870, 1883 and 1928 containing re¬ 
strictions on Patent Office employees, and to these, find to 
these only, must we look for the general policy respecting 
patent grants to Appellee. 

In none of these cases cited by Appellant, had Congress 
legislated on the subjects there involved. 

The underlying basis of all patent cases turning on breach 
of fiduciary relationship is that one party obtained con¬ 
fidential information from another and used it as a bpsis of 
an application of his own. All such cases are therefore 
founded upon “appropriation.” 
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Here, however, the Court below found that Appellee, did 
not derive his invention from any “secret” application. 
In fact, there is not an iota of evidence that during Appel¬ 
lee’s employment there were any secret pending applica¬ 
tions whatsoever even remotely resembling the inventions 
here involved. The nature of Appellee’s inventions and of 
any pending applications does not appear in the record 
and the Commissioner has stipulated that there was no 
“suggestion” of appropriation. 

We repeat that the case of XJ. S. v. Dubilier Condenser 
Co., supra, controls this issue. 

CONCLUSION 

R. S. 480 constitutes an exception to the general law for 
the granting of patents. It must, therefore, be strictly con¬ 
strued and limited to a right or interest in a patent issued 
by the Patent Office and acquired by a Patent Office em¬ 
ployee during the period for which he holds an appoint¬ 
ment. 

Patent rights have a purely statutory basis and can be 
acquired only when all the statutory conditions precedent 
are met. While he was a Patent Office employee, Appellee 
did not comply with all of the statutory conditions prece¬ 
dent for the acquisition of a right or interest in a patent. 

While he was a Patent Office employee, Appellee had 
merely a conception of an invention which is not a com¬ 
plete invention and does not constitute a right or interest 
in a patent. 

Therefore, R. S. 480 does not bar him from receiving a 
patent on his invention, now that he is no longer a Patent 
Office employee and has met all of the statutory conditions 
precedent to the grant of a patent. 

Judicial and administrative precedents, and the opinion 
of the Court below which followed these precedents, sustain 
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Appellee’s right to a patent on his invention. In the in¬ 
terests of the public and of the Appellee, who have relied 
upon these settled precedents, and on behalf of the Govern¬ 
ment which has an interest in Appellee’s application^ prece¬ 
dent should be upheld and the decision of the Court below 
sustained. 

Notwithstanding the provisions of R. S. 480, Appellee, 
as a War Department employee, is entitled to the grant of 
a patent to him under the provisions of 35 U. S. C. ^5. 

CROSS-APPEAL 


Jurisdiction of the cross-appeal has the same statutory 
foundation as the main appeal. The basis of the; cross¬ 
appeal is that Cross-Appellant’s applications were not 
examined by the Patent Office according to law. A state¬ 


ment of the points involved appears in the cross-appeal 
itself (R. 22). 

If this Court affirms the judgment involved in the appeal, 


Cross-Appellant agrees that the cross-appeal may be dis¬ 
missed. On the other hand if this Court is in dou1)t as to 


the proper constructions of R. S. 480, and 35 U. C. 45, 
then Cross-Appellant believes that all of his statutory 
rights of review in administrative channels should l)e given 
him. 

STATEMENT OF THE CASE , 

The Commissioner of Patents, after first admitting that 
the “law requires” this case to be decided by the inter¬ 
ference examiners (R. 25-7), deprived them of jurisdiction 
by ruling that Cross-Appellant was ineligible to apply for 
a patent and by striking the first application from tfie files. 
The Commissioner refused to allow an appeal front his de¬ 
cision to the Board of Appeals (R. 7). Since in patent cases 
fas distinguished from trade mark cases) the Court of 
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Customs and Patent Appeals can acquire jurisdiction only 
when there has been a review by either the Board of Inter¬ 
ference Examiners or by the Board of Appeals, Cross- 
Appellant has been deprived of all statutory appeals (see 
R. S. 4911, infra). We contend that there is no reason for 
removing the applications from statutory channels of re¬ 
view, and that the applications should be restored to the 
status they had on the day prior to the order to strike them 
from the files. The issue raised in the Commissioner’s 
brief can then be decided by qualified examiners and their 
decisions reviewed in the usual way. 

STATUTES INVOLVED 

Chart A shows the present statutory channel of patent 
appeals. Chart B shows the same channel prior to 1927. 
These charts are attached as appendices to this brief. 

Sec. 482 R. S. (U. S. C., title 35, sec. 7). The examiners 
in chief shall be persons of competent legal knowledge, and 
scientific ability. The Commissioner of Patents, the first 
assistant commissioner, the assistant commissioners, and 
the examiners in chief shall constitute a board of appeals, 
whose duty it shall be, on written petition of the appellant, 
to review and determine upon the validity of the adverse 
decisions of examiners upon applications for patents and 
for reissues of patents and in interference cases. (Where 
the interference was declared prior to Oct. 5, 1939.) Each 
appeal shall be heard by at least three members of the board 
of appeals, the members hearing such appeal to be desig¬ 
nated by the commissioner. The board of appeals shall 
have sole power to grant rehearings. 

Sec. 4911. R. S. (U. S. C., title 35, sec. 59a). If any ap¬ 
plicant is dissatisfied with the decision of the Board of 
Appeals, he may appeal to the United States Court of Cus- 
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toms and Patent Appeals, in which case he waives his right 
to proceed under section 4915 of the Revised Statutes. 
(U. S. C., title 35, sec. 63.) If any party to an interference is 
dissatisfied with the decision of the board of interference 
examiners he may appeal to the United States Court of 
Customs and Patent Appeals, * m * 

Sec. 4915. R. S. (U. S. C., title 35, sec. 63). Whenever a 
patent on application is refused by the Board of Appeals 
or whenever any applicant is dissatisfied with the decision 
of the board of interference examiners, the applicant, unless 
appeal has been taken to the United States Court pf Cus¬ 
toms and Patent Appeals, and such appeal is pending or has 
been decided, in which case no action may be brought; under 
this section, may have remedy by bill in equity, * # 1 *. 

SUMMARY OF ARGUMENT 

i 

Prior to 1927 the Commissioner had authority to person¬ 
ally act on applications. Since then, however, Congress 
has established the Court of Customs and Patent Ajppeals 
and the Board of Appeals both of which are administrative 
tribunals higher than the Commissioner. Adverse de¬ 
cisions of “examiners” may be reviewed by these tribunals. 
We submit that it is improper for the Commissioner t|o take 
steps that would forever deny an applicant a patent ih such 
a way that a real review by these appellate tribunals be¬ 
comes impossible. 

The Commissioner holds that no matter in what! form 
Cross-Appellant casts his application, he can never re¬ 
ceive a patent. Hence, Cross-Appellant was entitled to 
have the rejection of his application reviewed in the statu¬ 
tory channels set forth in Chart A hereof. 

If the Commissioner’s position is sustained, it pieans 
that he can arbitrarily deprive an applicant of a review by 
the highest administrative agency, the Court of 
and Patent Appeals. 

I 
i 
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ARGUMENT 

It is clear that the Commissioner is now inferior to the 
Board of Appeals. R. S. 482 states that the Commissioner 
is only one member of that Board and that “each appeal 
shall be heard by at least three members of the board of 
appeals.” If the Commissioner sits, and is outvoted by 
the other two members, his view does not prevail as the law 
of that case, see Smith v. Prutton (C. C. A. 6) 127 F. 2d 79, 
81 where it was held: 

“The determination of the Board is controlling on the 
Commissioner in the absence of further appeal.” 

Hence, the Commissioner is inferior to both the Board 
of Appeals and the Court of Customs and Patent Appeals. 
Tie cannot deprive the “examiners” of jurisdiction in such 
a way as to defeat all appeals to these statutory tribunals. 

In former times the Commissioner had the statutory 
authority of an examiner, see 5 Stat. 118, which provides: 

“That on the filing of any such application, description, 
and specification, and the payment of the duty herein¬ 
after provided, the Commissioner shall make , or cause 
to be made, an examination of the alleged new inven¬ 
tion” * * * 

However, the statute has now been amended by striking 
the words “shall make,” see 35 U. S. C. 36, which provides: 

“On the filing of any such application and the pay¬ 
ment of the fees required by law the Commissioner of 
Patents shall cause an examination to be made of the 
alleged new invention or discovers, * # *.” 

Alternatively, we submit that if the Commissioner has 
authority to act on an application, and if he does so, he 
relegates himself to the status of an “examiner” within 
the meaning of R. S. 482, wherefore his decision is appeal- 
able thereunder. If the Court finds this, then we urge it 
should order the Commissioner to assemble a Board of Ap¬ 
peals to review his decision. 
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Assuming that under present laws the Commissioner still 
has authority to grant patents, even though his subordinates 
have ruled the subject matter unpatentable, and even though 
he still has authority to act on purely formal matters such 
as the question of which of two applicants in an interfer¬ 
ence shall take testimony first, it is to be noted that these 
actions differ from a final denial of a patent. The lqw in¬ 
tends that when it is held that an applicant may never re¬ 
ceive a patent irrespective of the form of the application, 
that the applicant may appeal. Since such appeals ?ire no 
longer permitted from the Commissioner personally, it is 
logical to urge that he cannot reject an application for 
patent. In any event he exceeded his authority in so lacting 
as to block all appeals, see Coe, Commissioner of Patents v. 
U. S. ex rel. Remington Rand Co. Inc., (App. D. C.) 84 F. 
2d 240, 242 where this Court held: 

“The action of the Commissioner in refusing to direct 
entry of the amendment operated to stop all farther 
proceedings in the Patent Office. It did not amopnt to 
a rejection of the application, from which appeal blight 
be taken to the proper court, but blocked by this method 
the right of appeal to the Board of Appeals ffom a 
second rejection by the Primary Examiner, s<| that 
petitioner was deprived of any right of appeal whatever 
for the determination of his rights. In this view pf the 
case we think that the Commissioner of Patents exceed¬ 
ed his authority in refusing to direct entry o|f the 
amendment and the further consideration of the cs^se by 
the Primary Examiner.” 

The refusal to receive Cross-Appellant’s applications is 
in exactly the same category as the refusal to enter the 
amendment in the cited case, wherefore the Commissioner 
exceeded his authority when he struck the applications from 
the files. 

Under the case of Commissioner of Patents v. Wliitely, 
71 IT. S. 522, 532, it is clearly improper for the Commission- 
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er to hold that an applicant is ineligible to apply for a 
patent. That case holds that once applicant has “done all 
in his power to make his application effectual” then the 
Commissioner must receive it and forward the case for ex¬ 
amination and review in statutory channels. 

The statutes relating to interferences confirm the above 
and describe a proper disposition of this case. Cross-Ap¬ 
pellant’s first application was in the course of an interfer¬ 
ence with one Stewart when the present controversy arose 
(R. 26-7). As stated by the Commissioner himself citing 
R. S. 4904; 35 U. S. C. 52, “the law requires” (R. 26-7) 
the decision of the issue he is raising in the main appeal be 
made by three examiners of interferences. 

In former times, the Commissioner could review inter¬ 
ference cases (see Chart B), but now the decision on priority 
is made by the examiners, and appeal from them lies direct¬ 
ly to the Court of Customs and Patent Appeals, see R. S. 
4911, supra. There is no appeal from the Commissioner to 
the Court. 

R, S. 4904, supra, provides for an interference “When¬ 
ever an application is made for a patent which, in the 
opinion of the Commissioner, would interfere” # # * etc. 
The only decision permitted of the Commissioner is whether 
the two cases “interfere”. The Commissioner admits 
in this case that there is an interference, assuming Cross- 
Appellant has filed an application. However, the statute 
does not leave to the Commissioner the question of whether 
an application has been made. Since the Commissioner ad¬ 
mits that the cases interfere, if this Court concludes that 
Cross-Appellant has made an application, the Court should 
order the Commissioner to direct the interference examiners 
to decide the case. As held by the Commissioner (R. 26-7) 
the questions raised in the main appeal are issues of priori- 
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ty, and the “law requires” a decision on them by “exam¬ 
iners. ’ ’ 

I 

Answering the points raised by Cross-Appellee, we note 
that R. S. 4S2, supra, defines the class of cases that ^,re ap¬ 
pealable and that Rule 133 of the Patent Office canliot de¬ 
prive an applicant of any appeal given him by Statute, 
U . S. ex rel. Steinmetz v. Allen, supra. 

Moreover, Shoemaker v. Robertson, 60 App. D. C. 345, 
cited in the Commissioner’s brief, is irrelevant. Shoemaker 
did not attempt an appeal to the Board of Appeals a|nd the 
decision is hence no authority for denying such appeal. In 
addition it was not held that Shoemaker could ne\[er re¬ 
ceive a patent if his application were filed in proper) form, 
as the Commissioner contends in the case at bar. 

CONCLUSIONS—CROSS APPEAL 

i 

Appellee submits that the Commissioner exceeded his 
authority in striking these cases from the files. Therefore, 
in a legal sense, the cases now are and always have been in 
the files. This we request this Court to declare. 

The applications should be examined like other pending 
cases. The parent case was pending before the interference 
examiners pursuant to the Commissioner’s “Ordef” of 
May 24, 1946 when it was stricken. Therefore, we sjubmit 
that those examiners should be allowed to render the|ir de¬ 
cisions as in other cases. If this Court vacates the lorder 
striking the divisional cases from the files, the examiners in 
charge of these applications may then render their decisions 
therein as contemplated by law. 

Respectfully submitted, 

NELSON MOORE, j 
WILLIAM D. HALL, | 
Attorneys for Appellee [ 
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Section I 
GENERAL 


I 

igjraph 


Policy of War Department_ _ _ 1 

Eighty In inventions and patents_ . __ | 2 

1. Policy of War Department.—The policy of the War Department is to 
encourage invention among odicers, warrant officers, enlisted men, and civilian 
employees under its jurisdiction. 

2. Rights in inventions and patents.—In the matter of inventions, patents 
for inventions, and improvements in devices, materials, and processes, the rela¬ 
tion of the Government toward its officers, warrant officers, enlisted men, and 
civilian employees is the same as that of any corporate or other employer toward 
Its employees. Solomons v. United States (137 U. S. 342) ; United Stated v. 
Dubilier Condenser Corp. (289 U. S. 178). Sec paragraphs 7, 8, and 9. 


Section II 

INVENTIONS AND IMPROVEMENTS 

Procedure_ 

Distribution__ __ 

Inventions submitted for patenting- - 


Paragraph 

- I 3 


3. Procedure.—a. All communications relating to inventions, including sug¬ 
gestions, ideas, or plans for new war materiel or the improvement of existing 
materiel, will be referred direct to The Adjutant General except as indicated 
in paragraphs 4b and 5. 

b. Persons desiring to submit their inventions or ideas in person will be referred 
to The Adjutant General. 

4. Distribution.— a. By The Adjutant General. 

(1) The Adjutant General will secure the drawings, descriptions, models, 

and other materials necessary for an intelligent consideration of an 
invention or idea, forwarding the same to the most interested 
agency or component of the War Department or of the Army jfor 
an opinion as to probable military value. The agency or componjent 
to which such drawings or other materials are referred will 
coordinate its views thereon with other interested agencies or 
components before rerurning them to The Adjutant General. 

(2) Communications pertaining to aeronautical inventions received idi- 

rect by The Adjutant General or referred to The Adjutant General 
by one of the agencies or components of the War Department orl of 
the Army will be forwarded to the National Advisory Committee 
for Aeronautics for action in lieu of the method of procedure outlied 
above. 

_ 

•This pamphlet supersedes AR 850-50. December 31, 1034, including' section III, Circular ito. 
61, War Department. 1936; and section V. Circular No. 73, War Department, 1941. 

46S307“—42 












AS, 850-50 

4-7 


MISCELLANEOUS 


(3) Where there is agreement that the invention has no military value, 

The Adjutant General will inform the inventor of this fact. 

(4) Where an invention is found to have possible military value, the 

matter will be referred to the interested supply agency or component 
of the "War Department or of the Army to arrange direct with the 
inventor for use of the invention by or for the United States, and 
for patent protection where such protection has not already been 
arranged. 

b. By heads of agencies or components of the War Department or of the 
Army .—Communications regarding inventions received direct by heads of agen¬ 
cies or components of the War Department or of the Army will be coordinated 
with other agencies or components relative to probable military value prior to 
forwarding to The Adjutant General, in all cases in which sufficient information 
for proper consideration is received with the original communication, except that 
heads of supply agencies or components need not refer inventions which are 
conceived and designed in their agencies or components in connection with 
approved development projects on materiel, the responsibility for the design, 
development, or procurement of which is directly charged to them. 

5. Inventions submitted for patenting.—The provisions of paragraphs 3 
and 4 will not apply to correspondence relating to unpatented inventions sub¬ 
mitted by officers, warrant officers, enlisted men, or civilian employees of the 
War Department or of the Army, the purpose of which is the patenting of such 
inventions. Such correspondence is classified as “confidential” and will be 
handled in accordance with section III. 

Section III ; 


PATENTS 

Paragraph 

Exclusion from right to sue United States for infringement of patent- - C 

Title to patents on inventions made by War Department employees- -- 7 

Patents obtained without payment of fees___ — . - S 

Classes of inventions—interest of War Department therein-- - f» 

Procedure_ __ _ 30 

Patent claims received in War Department_ —.. _ ... 11 

Cross reference- i. __ . - - 12 


6. Exclusion from right to sue United States for infringement of patent.— 
An inventor while in the Government service or his assignee may not sue the 
United States in tort for infringement of a patent, nor may he so sue after 
quitting the Government service if the invention is made during such service; 
hut Government inventors have the same right as other persons to sue the 
United States in the Court of Claims on contracts express or implied. Sec act 
June 2a. 1910 {36 Stat. Sal), as amended by act July 1, 1218 {1/0 Stat. 705; 35 
U.S.C. 68: M.L.. 1980, sec. 1870). 

7. Title to patents on inventions made by War Department employees.— 
a. In case an officer, warrant officer, enlisted man, or civilian employee of the 
War Department or of the Army is specifically designated or employed to invent 
a specific thing and does so at the expense of the Government, the title to the 
invention and to the patent obtained thereon becomes the property of the Gov¬ 
ernment. If the invention is made in the course of the general employment of 
such person on the time or at the expense of the Government hut not by direct 
designation or employment for that purpose, the Government has an implied 
license to use the invention, but the title thereto and to the patent acquired 
thereon is the property of the inventor. 

b. In any other case, where there is no contract or term of employment pro 
vidiug otherwise, such inventor is the sole owner of the invention and of the 
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patent acquired thereon, and no implied license accrues to the United States 
by reason of the inventor’s employment 
c. In every case the inventor should promptly take proper steps to have his 
invention covered by a patent, in order to protect the Government’s interests as 
well as his own. 

8. Patents obtained without payment of fees.—The Commissioner of Patents 
is authorized to grant, subject to existing law, to any officer, enlisted m.jm, or 
employee of the Government, except officers and employees of the Patent Office, 
a patent for any invention of the classes mentioned in section 4SSG of the Revised 
Statutes, without the payment of any fee when the head of the department or 
independent bureau certifies such invention is used or liable to be used in the 
public interest: Provided, That the applicant in his application shall state that 
the invention described therein, if patented, may l>o manufactured and us£d by 
or for the Government for governmental purposes without the payment t<j) him 
of any royalty thereon, which stipulation shall he included in the jjatent. Act 
April 80. 1928 (1,5 Stat. 1,67; 85 U.S.C. 1,5; M.L., 1989, see. 1869). 

9. Classes of inventions—interest of War Department therein.— a. Inven¬ 
tions evolved by officers, warrant officers, enlisted men, and civilian employees 
fall broadly into three classes, those which— 

(1) Are produced as a result of a specific employment or contract to 

invent the specific device or article. The War Department! will 
assert the ownership of the Government in this class and will re¬ 
quire an assignment of the entire right, title, and interest therein. 

(2) Arise in connection with and as a result of the official duties or gen¬ 

eral employment of the officer, warrant officer, enlisted man, or 
civilian employee, but where there is no specific designation or 
employment to invent the thing concerned. With regard to this 
class, whether or not patented under the provisions of law cited 
in paragraph 8. the War Department requires at least a nonexclu¬ 
sive license in writing to make, use, and sell or otherwise dispose 
of in accordance with law or to cause to be so made, used, sold or 
disposed of, and ever,, .welt invention will be reported by the in¬ 
ventor to the War Department. In cases where the invention is 
important in the national defense and for that reason shoulp be 
kept secret, the War Department may request a complete assign¬ 
ment. 

(3) Do not refer to and arc not evolved in the line of the duty of| the 

officer, warrant officer, enlisted man, or civilian employee. With 
regard to this class the War Department has no particular concern 
unless the invention has military value. If it has, the War 
Department will accept a nonexclusive license, if tendered. 
b. All officers, warrant officers, enlisted men, or civilian employees of the ^Vur 
Department or of the Army who secure patents upon their inventions under 
any of the aforesaid circumstances, where the inventor retains title to the patent 
and the United States is licensed thereunder, are advised that full justice to 
the interests of the United States as licensee under the patent or patents con¬ 
cerned should prompt them to notify the War Department of any further licenses 
or assignments they may make of their patent interests, to the end that Con¬ 
tracting officers of the Government may at ail times bo informed thereof. 

10. Procedure.— a. Direct submission by inventor. —For the purpose ofjob- 
taining patents, all persons in the military service and civilian employees of the 
War Department or of the Army may submit their unpatented inventions direct 
to the head of the agency or component of the War Department or of ithe 
Army to which the invention relates. If that agency or component does not 
maintain a patent section, the head of the agency or component will transmit 
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the unpatented invention to The Judge Advocate General, if further action isi 
deemed necessary, 
ft. Correspondence. 

(1) Direct correspondence between tie persons and the agencies or 

components referred to in a above Is authorized, provided that— 
(a) Such correspondence pertains solely to unpatented ideas and 
the patenting thereof. 

(&) No invention that has been rejected by any head of an 
agency or component of the War Department or of the 
Army is resubmitted to the head of any other agency or 
component unless accompanied by a statement as to its 
former rejection or rejections. 

(2) Correspondence authorized by (1) above should, if transmitted by 

the inventor otherwise than in person, be inclosed in an inner cover, 
which should be sealed and marked “confidential.” 

(3) All correspondence between agencies or components of the War De¬ 

partment or of the Army with reference to unpatented inventions 
will be classified and handled as “confidential.” See AR 380-5. 
c. By heads of agencies and components of the War Department or of the 
Army. 

(1) Correspondence received by the head of any agency or component 
of the War Department or of the Army maintaining a patent 
section may, at his discretion, be either— 

(a) Handled entirely within the agency or component, or 
(h) Referred direct to The Judge Advocate General. 

(21 When received by the head of an agency or component not main¬ 
taining a patent section it may, at his discretion, be either— 

(a) Returned direct to the inventor or other party in interest 

if further action by the War Department is not deemed 
desirable, or 

(b) Referred direct to The Judge Advocate General. 

(3) Whenever referred to The Judge Advocate General, the probable 

military value of the invention will, whenever practicable, be stated 
by the head of the agency or component. 

(4) The head of an agency or component of the War Department or of 

the Army may delegate any of his duties, as hereinbefore pre¬ 
scribed, to any of the activities under his control. 

11. Patent claims received in War Department.—Any communications re¬ 
ceived in any agency or component of the War Department or of the Army, in 
which claim is made that the use of any process or device by that agency or 
component constitutes an infringement of a patent and forbidding further use 
of such process or device or demanding the payment of damages or royalties 
on account thereof or offering to sell a license in compromise of the claim, will 
be transmitted without other action direct to The Judge Advocate General, and 
the letter of transmittal will state all facts pertinent to the incident 

12. Cross reference.—See AR 25-10. 


[A. G. 072 (5-2-42).] 

By order of the Secrctary of War : 

G. C. MARSHALL, 

Chief of Staff. 

Official : 

J. A. ULIO. 

Major General, 

The Adjutant General. 
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